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Patent. - Action for infrinqoment. - Construction Qf Speoiftcation.>«
Oombination.s-Su bordinate claims .-Anticipation.
The Patentee of an inoentiori of "Improvements in sieves for ]Jurijying
" gra/in, " bro'tght an action for infringement thereof. There were four claims.
The first two were for combinations "in apparatus such as described" of
tapering or parallel sieves, respectively, with side deposit surfaces, 8tlbstantially
for the purposes described and illustrated in the drawings. The third ioas li
similar one, but for placing the depositing-surface beside the sieve. The fourtk
was for a combination with the sieve and, side deposit surfaces of a deflector,
substantially as described and illustrated. There were two drawings, one (in
elevation) shoioinq the defiector, and the other (in plan), " with the hood removed."
showing only the sieve. Held, at the trial, that the first tUJO claims uiere
anticipated, and that the fourtli was for a special combination, was valid, and
had not been injringed.
.
The Plaintiffs appealed. Held, by the Court of Appeal, that the first tuio
claims uiere for combinations of taperinq and paralic! sieves with side deposit
surfaces, but without a deflector; that the patent uias invalid because the
invention so claimed was anticipated or useless , that the fourtli claim ioas
for a special combination, which had not been anticipated, and, had the patent
beenfor such alone, it would not have beeninfrinqed,
The Plaintiffs appealed to the House oj Lords.
Held, that the Specification must be read and construed as a tohole , that the
first three claims were for an invention which did not include the deflector, an,d
had been anticipated and the patent was therefore invalid.
On the question of infringement, their Lordships (although the Appellants'
argument raised doubts in the minds of some of them) declined to express any
opinion and did not call on the Riepondent. The practice of giving decisions
(which only amounted to dicta) on issues not necessary to decide on appeal wa~
not to be recommended, and will not be adopted by the House.
On the 17th of March 1~90, a patent (No. 4176 of 1890) was granted to Tom
and George M. Parkinson for certain "Improvements in or relating to sieves,
" applicable for purifying, grading', or separating grain and other substances."
The Complete Specification was as f0110,vs :" This invention relates to oscillating sieves used for purifying, grading or
"separating middlings, grain or other substances and may. be described as
,,, follows r-c-

" Instead of using the whole surface of the tray or sieve for the purpose 0"1.
'.' purification or sifting the material under treatment a narrow longitu.ditiil
" channel suffices for our purpose. This runs the length of the tray d:hd . i~
4:5 "preferably tapered in width towards the delivery or tail end £;0 tbat· thg
16682-2
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quantity of material sifted through at the head end and onwards may not
diminish the thickness of the stream and thus offer an unequal resistance to
the pressure of wind which may be blown or exhausted through it. The
remainder of the tray surface is made up of solid or wind-proof sections
which serve as deposit surfaces for the dust and which when the sieve portion
is taper expand in width towards the delivery or tail end simultaneously with
the diminishing width of the sifting portion. By this means if extra wind is
required and provided at and towards the tail end to operate on the heavy
material still left on the surface of the sieve it finds grad ually increasing
expansion room and deposit surface. These dead sections provide expansion
room for the air causing or allowing it to deposit the solid matter it may in
its passage through the sieve have lifted from the material under treatment
and to escape free from such solid matter at the outlet.
" In the accompanying drawings :-Figs. 1 and 2 are respectively a transverse
" vertical section and a horizontal section of apparatus constructed according to
" this invention the latter view representing the sieve and deposit surfaces in
" plan and the hood or cowl removed.
" Like letters indicate like parts in both Figures."
A description of the drawings then follows :-Figure 1 showed a vertical
section of the machine. The silk portion of the oscillating sieve was shown in
the centre, and extending about one-fourth of the whole breadth of the
machine. Figure 2 showed a plan view of the oscillating sieve, 18 inches .wide
at one 'end, tapering to 5 inches at the other, and 9 feet long. The sieve! consisting of the silk portion and side deposit surfaces, was inclined at about 1
in 48, the broad end being the higher. The impurities, which worked their
way along the sieve were removed by a screw. The purified material fell
through the sieve and was conducted away by another screw in the lower part
of the machine. Fig. 1 showed also the cross-section of the cowl or hood in
the shape of an obtuse angled isoseles triangle, with its sides produced a little
below the base, the whole being placed, base upwards, a little distance above
the centre of the silk, and occupying about one-third of the space over the silk
between the edge ridges of the side deposit surfaces. It is thus described : " G, Fig. 1, is the hood which runs centrally from end to end over the sieve B
" to direct the lifted impurities on to BI," the side deposit surface, " and which
" is preferably connected by suitable supports to BI." The action of the machine
was described, and the invention claimed as follows :" In the operation of the beforedescribed apparatus the material to be treated
" is charged into the machine through the hopper H, Fig. 2, which delivers it
" on to the head or wider end of the vibrating sieve B. In passing over B a
" portion of the heavier purified material according to the size of the particles
" falls through the sieve and is conducted to the outside of the machine by the
" conveyors F, Fig. 1, and the lighter impurities are drawn or blown up from
" the sieve as indicated by the arrows in Fig. 1, by the wind or air currents
" which may be created by an exhaust fan at the upper side or blowing fan
" connected with the underside of the sieve or by any other suitable means,
"The dust-laden wind which has passed through the sieve B enters the
" spaces I where it expands and the dust previously suspended in it falls on to
" the deposit surfaces BI and also onto the deposit surface G3 formed on the top
" of the hood G from all of which surfaces BI and G3 the dust falls into the
" trough of the conveyor E by which it is conducted away.
" When the space I is of sufficient capacity in relation to the superficial area
" of the sieve B experience has proved that practically no particles of dust are
" carried away into the surrounding atmosphere with the escaping wind and so
" far as these proportions are duly observed it is immaterial whether the sieve
" and deposit surfaces are taper or parallel but the former construction is
" preferred because it compensates for the quantity of material sifted through
" at the head end and onwards and preserves a uniformity in the thickness of
" the stream of material and in the resistance presented to the wind blown or
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" exhausted through it and moreover by this tapered construction when extra
" wind is required and provided at and towards the tail end to operate on
"the heavy material still left on the sieve B it finds gradually increasing
" expansion room in I and surface B' for depositing the impurities it carries
"with it. Even if the sieve B is not tapered but throughout its length kept the
" same width as at the head end it will be seen that compared with ordinary
" sieves it is narrow in proportion to its length and to the size of the case A in
" which it is enclosed.
.
"The deposit surfaces may either be formed in part and vibrate with the
"sieve as before described or they may be stationary.
" Having now particularly described and ascertained the nature of our said
" invention and in what manner the same is to be performed, we declare that
" what we claim is :"1. In apparatus such as described a sieve tapering in width towards the
"delivery or tail end in combination with one or more side deposit surfaces
" increasing in width towards the deli very" or tail end substantially' as and for
" the purpose described and illustrated in the accompanying drawings.
"2. In apparatus such as described the combination with a parallel sieveof one
"or more side deposit surfaces such as BI substantially as described and
"illustrated in the accompanying drawings.
"3. In apparatus such as described placing the depositing surface beside the
". sieve whether moving with it or not substantially as described and illustrated
" in the accompanying drawings.
"4. In apparatus such as described the combination with a central sieve and
"one or more side deposit surfaces of a deflector G substantially as described
" and illustrated in Figure 1 of the accompanying drawings."
On the 7th of October 1892, the Patentees commenced an action for infringement against HelJry Simon, claiming the usual relief. The Breaches complained
of were that the "Defendant had infringed by manufacturing and selling sieves
made substantially in accordance with the Plaintiffs' patent.
.
By his Particulars of Objections the Defendant said (1) he did not infringe;
(2) the alleged invention was not new; (3) that it was a well-known and
analogous use of well-known appliances-the tapering and parallel sieves, side
deposit surfaces, and, deflectors; (4) that the' Specification was insufficient,
because it did not distinguish what was new from what was old, nor descrlbe
the manner in which the invention was to be carried into effect when the
deposit surfaces were stationary and were not attached to the sieve, nor in what
manner, if at all, the hood "G" was to be attached to the sieve; (5) that the
invention, or parts thereof, were anticipated by the following English Specifications :-Benson's No. 1.. 02-1:, of 1K81; Lake's, No. 5,155 of 1884; Imrap'»
(communication from Henry Simon), No. 8,542 of 1885; Seck's and Simon's,
No. 1,117 of 1886; Thompson's, ~ o. 9,370 of 1888 ; Higginbothan~'s, No. 14,711
of 18K8; and the following United States Specifications :-Smith's, No. 154:,770
of 1874; "Archibald's, No. 182,3t2 of 1876; Raney's, No. 237,597 of 1.881
(the whole of these Specifications were relied on); (6) that two patents had
been granted previously for the same invention, viz., No. 19,732 of 1889 to
A. Stevenson, and No. 2,284 of 1890 to J. Hiqqinbothara ; (7) that the invention,
or parts' thereof, were anticipated hy the manufacture and sale of certain
machines by the Defendant during and since the year 1885; (8) that it was
antdclpatediby the use of three machines, as altered, in February and March
1888, by Aston and Moss; a machine altered by Messrs. Robinson in lR~8.;and
by the use, .since 1887, of a machine by J. Shackleton; and by a machine
worked by Messrs. liisluoorths, at Albert Mills, York Street, Leeds.. .
The action was rried before Kennedu, J., in February and March 1894. The
learned Judge held that the first two claims were anticipated, and that the fourth
was for a special combination, which had not been infringed."
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From that decision the Plaintiffs appealed. It was held by the Court of
Appeal" (in J nne 1894) that an effective meaning should, if possible, be given
to every part of the Specification; that the claims must have different meanings;
that the first two claims were for combinations of tapering and parallel sieves,
with side deposit surfaces without the deflector; that the patent was invalid
because these claims were anticipated, or (without a deflector) claimed a useless
invention; that the fourth claim was for a particular com binationvnamely, a
narrow sieve with side deposit surfaces, and a deflector placed at a certain
height, as described, so as to deflect the dust-laden air over the side deposit
surfaces; and that the Defendant had not infringed.
The Plaintiffs appealed to the House of Lords.
Bousfield, Q.C., Leiois Edmunds, and Neill (instructed by Bird, J..lfuore, and
Strode) appeared for the Appellants; Sir R. Webster, Q.C., Moulton, Q.C.,
and E. Carpmael (instructed by Wilson, Bristinos, and Oarprnael) for the
Respondent.
.
Bousfield, Q.C., and Leiois Edmunde described the various apparatus and
examined the evidence in detail in support of the following contentions :-The
object to be attained was the discharge of dustless air into the mill (ante
p. 404, 11. 13 & 52), which was only accomplished by previous machines
(with one exception) b)' the use of a stive room, or a filter cloth in the upper
part of the machine. This object is secured by narrowing the sieve surface so
that the air is drawn or forced through at a velocity sufficiently great to carry
the lighter impurities upwards from off the sieve; the heavier passed off at the
end. The current of air 1';hen expands in the wider space, and, spreading
wider, proceeds upwards at about one-third the velocity it attained at the sieve.
The lighter impurities, being unable to float in the slower current, fall back.
If the air spread over the sidedeposit surfaces, the impurities would fall thereon;
this was effected by means of the deflector, but could be secured by any other
means which would draw or direct the current of air sidewaje. The Specifications gives the best proportions,but is not confined to the particular dimensions
mentioned. The words "In apparatus such as described" in the first three
claims means in machines which attain the same object, namely, the purifying
of the air which passes into the mill, and are used in-the waydescribed. [Lord
HE~S9IIELL.-There is nothing in the Specification about the mode of use.]
It is iInplied in the word "deposit" in the phrase" side deposit surfaces."
After months of search, the Respondent found similar narrow sieves, with
slde surfaces, which were not used with any deflector, or its equivalent, nor
with our purpose or object. [Lord HERSOHELL.-The purpose and object is
not material if the same thing had been done before.] But those other sieves
were abandon-ed. In Jones 'v. Pearce (1 Web. 123 and 124), the abandoned
experiment extended over a year. [Lord DAVEY.-But it had defects which
the patented -wheel cured.] . ~. . previous failure is not to be taken to defeat a
subsequent invention : Lyon v, Goddard, 11 R.C.P. 354. [Lord HERSCHETJL.-"::"
The Westinghouse brake patent was defeated by an old invention which was
never used.] That was published, and therefore added to the stock of public
knowledge, whereas these alleged anticipations did not. [LorJSHAND.-If the
fir~t three claims ~re good, could you not stop the use of those sievesP]
~0 ;
they did not operate in the same way : it was so found by Kennedy, J. The
second claim (for example) is not the same as the fourth, but covers cases in
which the air is drawn by any means, not axleflectonover the side surfaces.
A clai~ is a disclaimer, and must not be taken to widen the description in the
body' ol: the Speclficqtion. [Lord HE~SOHELL.-Since1.8~3 itis not correct to
speak of a claim as a- " disclaimer," as one can now only protect what is. claimed.']
~ our Lordships' House has previously held 'Itself bonnd to interpret, if possible,
a;:~~~ci~~ation Boas to support the patent, [The LORD CHANCELL0lt-.-:-I 'h~ve:

Vol. XII., No. 21.J

AND TRADE MARK CASES.

401

Parkinson v, Simon,

*

It is unnecessary to report the argument on infringement.

Downloaded from http://rpc.oxfordjournals.org/ by guest on June 6, 2016

always protested against any such principle. The Enulish language must be construed according to the ordinary meaning of the words and sentences. If there be
all ambiguity, that is another matter.] In Plimpton v. Spiller (L.R. 6 Ch, D. 412),
the principle of construction is laid down. In that case the claim was for an
5 old combination, apparently an independent invention, when used in the
Plimpton skate. In the Edison Belt Phonoqraph Corporation, Ld., v, Smitb
(11 R.P.C. 148, 395) there was what was substantially an old device-a
swinging arm with a spring lock used to keep the phonogram cylinder in
its place, used for a new purpose. 'I'he three claims differ only in giving
10 different forms of sieves, the fourth is a special one for the device described,
so that in the event of anticipations being discovered the first three can be
disclaimed.
The cowl or hood is treated throughout as essential, or its
equivalent.
The learned Counsel then argued the question of infringement*, and pressed
15 the Honse to express an opinion on it if the decision on the other issue was
against the Appellants. This course is frequently taken in these cases, as it
saves expense.
Plaintiffs thereupon amend their Specifications and the
Defendants accept the dicta and act upon it. [The LORD CHANCELLOR.-N 0,
it would be setting a very bad example.] The Court of Appeal did it. [Lord
20 SHAND.-It is different where there is an appeal to a higher Court. The LORD
CHA:NCELLOR.-I think even the Court of Appeal would have been too late. It
fell into an error I hope we shall avoid.] This is a matter of great public
importance. The Plaintiffs could amend after a decision in their favour.
[Lord HERSCHELL.-After the judgment below you could have disclaimed and
25 then tried the other question here.] We never heard of such a course being
possible. [Lord HERSCHE.LL.-It might have been necessary to have a new
action.] The result would have been a foregone conclusion. [Lord DAVEY.Not necessarily so. In the Edison case, Kay, J., decided it otherwise than the
Conrt of Appeal did in a previous case. 'I'he LORD CHANCELLOR.-Such a
30 decision as you ask for would bind no one, not even this House.] But it bas
been the practice hitherto. [Lord HERSCHELL.-Not in this House. The
LORD CHANCELLOR.-We have always endeavoured to avoid expressing an
opinion on matters which are not before us.]
Counsel for the Respondent were not called upon.
a5 The LORD CHANCELLOR.-My Lords, I designedly confine myself to the
only question that has been argued before us, premising this, that upon the
other question, namely, the question of infringement, as at present advised, I
am not prepared to assent to the judgment of the Court below; but I must add
to that observation that we have not heard Mr. Moulton upon the subject, and
40 therefore I pronounce no judgment upon it, even if I were ill a position to
pronounce judgment" because I am not here deciding this case ·upon any such
ground. The sole ground upon which I propose to invite your Lordships to
affirm the judgment of the Court below, which is the motion I propose to make,
is the ground that the three first claims here are manifestly too wide, taking.
45 the whole of the instrument under construction into consideration, and
applying my mind to see what it is that the Patentees have sought by those
three. first claims" to claim.
I
Now, my Lords, I cannot help looking at the whole instrument with this{
view. I agree that in construing the Specification of a patent or any other!
50. Instrument, you must not look to any one part of it ; you must look at th~
whole instrument and you must apply the ordinary rules of construction-e
you must assume that the person who has drawn up the Specification intended
that the document should be looked at as a whole. Applying myself to the
Specification in that sense, it appears to me, taking the whole of it together,
55 .that the Patentees did think that they had got two inventions, or two forms
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of a machine dependent upon two different principles, which would be claimed
by their different claims. Making every allowance for the different forms
which have been urged upon us in which the machine might be made, it
appears to me that, looking at the three first claims, what the Patentees meant,
was this: They said, we have discovered that the diminution of the area of the
sieve and the allowing a rush of air from below into a wider-chamber, upon
the principle that we insist upon (and, as Mr. Bousfield said, it was a very simple
thing, and he boldly put forward that as the substance of the invention), the
mere diminution of the area of the sieve with the side surfaces on which the
deposit might be made, would be enough, without a deflector at all, to effect
the object in view. I think, looking at the whole instrument, that that is
what the Patentees had in their minds, and that they have appropriately made
their claims with reference to that view. Under those circumstances, it appears
to me that those three claims are manifestly bad, because in some of the
anticipations (it is not necessary to go through them all) it is clear that the
rush of the air into the wider and more expanded part of the machine was, in
fact, used, I do not care whether with that object or not, but that such a
machine was, in fact, used. Then, if one comes to the fourth claim as being
a claim to a separate invention, a really complete invention in itself, I am
not disposed to disagree with either of the Courts. Certainly Mr. Justice
Kennedy has found, in terms, that it is a useful and valuable invention, but he
found, upon the view that he took of what that invention involved, that there
was no infringement.
On that, I will say nothing, except what I have
already said. But with reference to the question now before your Lordships,
the simple point is-Are all these claims good? If any of them are bad it is
manifest that the patent, in its present form, cannot be sustained. That will
not interfere with the right of the Patentees to disclaim afterwards, if the
fourth claim is a good one. If the invention is a good, useful, and novel
invention, they will still have their fourth claim, and the question that we
must answer here, is not whether that fourth claim establish-es a good invention
or not, but whether all the claims are good. Putting any construction upon
these three first claims that is reasonably open, it seems to me impossible to
sustain anyone of these three first claims, because, to my mind, not only
looking at the language itself, but reading the whole Specification and applyingmyself to what I think the Patentees meant, they do claim something which is
beyond and outside of and wider than the fourth claim. The result of that is
that this appeal must fail.
I have designedly avoided going- into any more minute description of what
might or might not be included in the patent, because it seems to me manifest
upon the construction of the language itself, as well as upon the construction of
the language combined with the specific description that has been given of the
machine intended to be protected, that the language of these claims is too wide;
and therefore, to my mind, it is impossible to sustain this patent. On that short
ground I move, your Lordships, that this appeal be dismissed, and that the
judgment of the Court below be affirmed, with costs.
Lord HERSCHELL.-My Lords, I am of the same opinion. The question
turns, I think, entirely upon what construction is to be put upon the first three
claims which the Plaintiffs have made. It is necessary only to deal with one of
them, and I will take the second, as that was the claim on which Mr. Bousfield
chiefly relied: "In apparatus such as described the combination with -3
" parallel sieve of one or more side deposit surfaces, such as B', substantially as
" described and illustrated in the accompanying drawings." The first point to
be determined is-what is the meaning of the words" in apparatus 'such as
"described"? Mr. Bousfield sought to interpret those words as including the
entire description of the machine contained in .the Specification, and, so
construing it, he said that the combination referred to in the claim was only
claimed in such an apparatus; if, therefore, it had been used in any previous
apparatus not containing all the specialities of _the Plaintiffs' machine, it
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was not within the claim, and therefore the claim was not anticipated by it.
I find it impossible to put that construction upon the words "in apparatus
" such as described." The effect of it necessarily would be to make all the
four claims mean exactly the same thing, because, of course, if "in apparatus
!) "such as described" means apparatus containing everyone of the parts
described, and if you only claim what you do claim in that apparatus,
obviously that is a claim to a combination which is precisely the same in
each of the four cases referred to. It would be perfectly senseless to mention
several parts if those parts were only claimed by you in connection with the
10 other parts which you were describing, and perhaps claiming, in some of the other
claims. I think that construction, therefore, is inadmissible. I do not think
it is the natural construction. I think "in apparatus such as described"
naturally refers to the general use of the apparatus specified in the first two
lines of the Specification, " This invention relates to oscillating sieves used for
15 purifying, grading, or separating middlings, grain, or other substances." I think
that upon the true construction of this Specification any person using the
combination described in Claim 2 in an apparatus" of oscillating sieves used for
" purifying, grading, or separating middlings, grain, or other substances," would
be infringing the patent.
20 Well, the question is-upon that construction of the Specification and Claim,
can the patent be supported? It is practically admitted that there had been a
combination of a parallel sieve, and .of side deposits in a sieve milling
apparatus, before the date of the patent. It is said that it had not fulfilled
the same functions. If it had not fulfilled the same functions it was only
25 for this reason, that it had not been used in combination with some other
part of the Plaintiffs' apparatus not described in this second claim. If that
which is described in the second claim will of itself fulfil those functions,
then those functions necessarily must have been fulfilled in any apparatus
which contained the same parts. I think it is very probable that they were
30 substantially fulfilled, and for this reason, that it certainly strikes me that the
deflector formed a very essential component in- the Plaintiffs'invelltion. But
for these reasons it seems to me impossible to snstain a claim in connection
with an oscillating sieve, merely a narrow sieve with side deposit surfaces.
The words "substantially as described and illustrated in the accompanying
35 "drawings" do not seem to me to carry the matter any further. What is
referred to is described as simply a combination of parallel sieve and of side
deposit surfaces, not any other part of the apparatus or machine. That is
sufficient really to dispose of this appeal.
With regard to the question of infringement of the fourth claim, this House
40 is not in a position to pronounce judgment upon it. As it has not been necessary
for the decision of the appeal to hear the learned Counsel for the Respondent,
I shall, of course, not pronounce any judgrnent upon it, nor, indeed, any opinion
which is in any way to be regarded as a final one. I will only suggest the
doubts-I put it advisably in that form-the doubts which have occurred to my
45 mind, not having heard the Respondent, as to the correctness of the decision of
the Courts below on that part of the case, The Respondent will be able to
judge how far he would be likely to remove those doubts. It may be that the
suggestion of them may be of assistance to the parties, and possibly obviate
further litigation by some arrangement being come to. The doubts which have
50- occurred to me are these :-The Plaintiffs' invention appears to me to consist of
this combination-the narrow sieve with side deposit surfaces so arranged as
that the air coming through the narrow sieve shall have immediate means of
expansion as soon as it passes through the sieve-together with a deflector so
arranged as to cause the particles that are carried upwards by the air to descend
55 on the side deposit surfaces. That combination I take to be the Plaintiffs'
invention. Now, in the Defendant's" New Reform," undoubtedly you have
a narrow sieve and side deposit surfaces. It may be said that in the "Old
Reform" there was something which might be called side deposit surfaces,
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by greater surfaces at the side of the sieve, and the sieve is made narrower.
Well, then, the question is whether there is a counterpart of the Plaintiffs'
deflector answering the same purposes. Undoubtedly, the Defendant has what 5
he, in the first instance, called a "deflector." His calling it a deflector would
not indicate that his apparatus was an infringement of the Plaintiffs' unless
that which he called a deflector really answered the purpose in combination
with the narrowed sieve and the wider deposit surfaces, which was answered
in the Plaintiffs' machine. The conclusion arrived at by the Court below I 10
understand to be that the Defendant's deflector did not answer the same
purpose; that the purifying was largely done in the upper part of the machine,
and that it was the operation there which corresponded to the deflecting by the
Plaintiffs' deflector. It is on that point that I at present entertain a doubt
whether that which the Defendant called a deflecter did not, in conjunction 15
with the narrowed sieve and the wider side-pieces, bring about, to a considerable
extent at all events, the same result as was brought about in the Plaintiffs'
invention, and whether what was left to be done in the upper part of the
chamber was not very small compared with what had been already accomplished
by means of the arrangement which I have described. I have thought it 20
right to throw out those doubts for consideration. Of course, it is possible that
they might have been removed by argument on the part of the Respondent;
but, at least, it seemed to me not inexpedient to indicate, after having very
carefully considered the different apparatus, the impression left on my mind at
the present time.
25
However, I rest my judgment solely and simply on the ground which I have
stated·-that the patent cannot be supported, inasmuch as the three first claims
are not good.
Lord MACNAGHTEN.-My Lords, I am of the same opinion.
Lord SHAND.-My Lords, I also concur, and upon the ground which, I think, 30
is stated not only by your Lordships, but substantially by all the learned
Judges who have considered this case in the Court below. The fourth claim
in the Specification is, undoubtedly, one for a combination, and the combination
is of three things-a central sieve, deposit surfaces, and a deflector, substantially
that which is described and illustrated in the drawings. It appears to me, as 35
it does to your Lordships, that the first three claims omit, and designedly omit,
one of these elements. The combination there sought to be patented is a
combination of a sieve with the side deposit surfaces, certainly. without
mention of the deflector, and, I think, purposely without mention of the
deflector, so as to make a larger claim.
40
My Lords, that being so, I think it is in evidence before us (and their
Lordships have so found in the Courts below) that there were in use sieves
with side deposit surfaces in several instances before this; they were, no doubt,
used for a different purpose, or rather with a different design, namely, to aid
the feeding of the machine, but, although that be so, in substance the side 45
deposit was there and the diminished sieve was there, and, that being so, I
cannot doubt that the result of the operation must have been the same so far
as regards dealing with the particles that passed through the sieve; therefore,
this part of the claim seems to me to be too large, there having been
anticipations of it.
• 50
My Lords, upon the question of infringement, I refrain from saying more
than simply this, that, as yet, I have not been satisfied upon the arguments
submitted by the Appellants, to which there might have been a complete
~nswer if Mr. Moulton had been heard. The point seems to depend upon
tHe question whether the deflector in the Defendant's patented apparatus is or 55
is not substantially the same as the deflector in that of the Plaintiffs'-snbMantially the same, and operating. in the same way; and all I c3:n.sayn~w is
tb&t1 uponthe argument that was offered to uS 1 I should be disposed to ha;\f~
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15

the impression that the deflector was substantially the same-the same in
principle and in action; but to that there might have been a complete answer
on the part of the Respondent, and, accordingly, I express no final opinion upon
the subject. '
Lord DAVEY.-My Lords, I entirely agree in the course your Lordships have
taken, namely, taking the view your Lordships do on the construction of this
patent, to abstain from hearing the Respondent on the infring-ement of the
patent, supposing the fourth claim to be good, or on any other question than
that with which it is necessary for the House to deal; because, my Lords, I
agree that in any event, whatever view we might take after hearing the
argnment on the question of infringement, or, indeed, on the question of the
validity of the fourth claim which it is competent to the Respondent to raise,
the result could only be one, namely, that the action would be dismissed and
the appeal must fail; and, therefore, any opinion which the House might
express, or which the individual members who compose the House at the
present time might express upon the question of infringement, would really
and truly not be a judgment such as could avail the parties as a judgment, but
would be a mere expression of judicial opinion which would not bind anybody.
That being so, I do not propose to express any opinion of my own upon these
questions.
Now, my Lords, with regard to the construction of the patent I have only a
very few words to say. I entirely adopt what was said, I think, by one or two
of the learned Judges in the cases referred toby Mr. Bousfield, namely, the
Skate case and the Phonograph case, that if the languag-e of a claim be
ambiguous, and it be fairly capable of two constructions, the Court would be
disposed to adopt that construction which would uphold the patent, and not
that which would render it invalid. I am not prepared to go further than that,
but that, I think, is a sound principle. But it is to be observed that you must
not manufacture your ambiguity: you must construe the words according to
their proper meaning. In order to apply that principle at all, you must first
find that the words are ambiguous.
My Lords, I was at one time disposed to think that these claiming clauses
might be construed in the way which Mr. Edmuruis indicated in his very able
argument, namely, that the three first clauses may be treated as general clauses
claiming the whole combination in a general form, and the fourth claim may
be treated as a particular subordinate claim for the combination of a sieve and
side deposit surfaces with the particular deflector described and referred to by
the letter G in the Figure. But, my Lords, further examination and consideration have convinced me that that could not be done, and I am satisfied that
the interpretation which your Lordships propose to put upon the first three
claims (I would take the second claim as an example, being the one which
Mr. Bousfield chiefly argued upon) is the right one. I think it impossible, in the
first place, to say that "in apparatus such as described" means the whole
apparatus described. I think it intends to refer to the genus or kind of apparatus to which the invention relates, namely, "oscillating sieves used for
"purifying, grading, or separating middlings, grain, or other substances." The
only combination then is " with a parallel sieve of one or more side deposit
" surfaces, such as B', substantially as described and illustrated in the accom" panying drawings." All that is referred to, as described and illustrated, of
which a description and illustration is to be considered, is that particular combination and nothing else. And I think it would be stretching. the license of '
interpreting the words the Patentees have chosen to use far too largely, to infer I
from those words" as described and illustrated in the accompanying drawings "f
any reference to the cowl which is found in the description, and which is also'
found in the first Figure.
Now, my Lords, I am satisfied that the Patentees thought that the surfaces
alone would be sufficient to cause the deposit which they desired to take place
on what they called the deposit surfaces, and that they intended, consequently,

412

REPORTS OF PATENT, DESIGN,

[Sept. 11,1895.

Parkinson v, Simon.
to claim the particular combination which they refer to of a parallel sieve
with one or more side deposit surfaces, either with or without a cowl or hood;
and I have come to that conclusion partly, and perhaps chiefly, from reading
their general description of their invention", in which there is not one
. hint, not one suggestion, when they come to describe the general nature 5
I of their invention, of the use, still less of the necessity, of any cowl or
f hood for the purpose of carrying it into effect. But, on the contrary, the
I description they themselves give is, "These dead sections provide expansion
" room for the air, causing or allowing it to deposit the solid matter it may in its
, "passage through the sieve have lifted from the material under treatment, and 10
"to escape free from such solid matter at the outlet." These words, to my
mind, are only consistent with what I gather to be the proper and true construction of the claim, with the construction which is put upon the claim,
namely, that what they intended to claim, and what they thought would be
effectual for their purpose, was the combination of the side surfaces with a sieve, 15
either with or without a hood or cowl.
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MR. JUSTICE CHARLES.
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Patent.-Action for infrinqement.c-Nouel combination.-s-Sujbect matter.Invention.-Utility.-Alleged anticipation.
This uias an action for infrinqement of a patent for an eyelet for boots, ~c., 25
mad~ of metal, and coated both above and below the jlan.qe with celluloid so as to
provide a permanent facino for the eyelet, which might be of any desired colour.
The Defendant denied infrinqerneni, and alleged that the Plaintiffs' invention
was anticipated, or that, having repard to the state of knowledge at the time of
the patent, there was no subject-matter in the Plaintiffs' combination. Infringe- 30
ment was admitted at the trial. In the anticipations relied on by the Defendant,
lacing-hooks were shown coated with celluloid, and also an eyelet coated on one
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The appeal was dismissed, and the Appellants were ordered to pay to the
Respondent the costs both in the House of Lords and below.

